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REMARKS 

By this Amendment, Applicant amends claim 43 to more appropriately define the 
invention and adds new claims 46 and 47 to protect additional aspects related to the present 
invention. Applicant submits that no new matter is introduced by this amendment. Claims 1-21 
and 24-47 remain pending, with claims 3-21 and 24-34 withdrawn from further consideration as 
directed to a nonelected invention. 

In the Office Action ("OA"), the Examiner rejected claims 1, 2, and 35-45 under 35 
U.S.C. § 1 12, first paragraph; rejected claims 1, 2, 35-37, and 39-45 under 35 U.S.C. § 102(b) as 
being anticipated by Miyawaki et al., U.S. Patent No. 5,567,962 ("Miyawaki"); and rejected 
claim 38 under 35 U.S.C. § 103(a) as unpatentable over Miyawaki. 

Applicant respectfully traverses the rejections for the reasons set forth below. 
I. Response to Rejection Under 35 U.S.C. $ 112. First Paragraph 

The Examiner rejected claims 1, 2, and 35-45 under section 1 12, first paragraph, as 
containing subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the art that Applicant had possession of the claimed 
invention. Specifically, the Examiner alleged that the claim recitation "a thickness of the gate 
insulator film being constant " is not disclosed in the specification as originally filed. (OA at 
1(2). 

In response, Applicant respectfully submits that the claim recitation "a thickness of the 
gate insulator being constant" is fully supported by the originally- filed specification. For 
example, Figs. 7A and 7B illustrate that the gate insulator film has a constant thickness. 
Particularly, Figs. 7A and 7B illustrate the formation of gate insulator film 18. Furthermore, 
Figs. 7 A and 7B clearly illustrate that gate insulator film 18, formed on convex portion 12/15, 
has a constant thickness. Moreover, the specification at page 39 recites "[a] preferable example 
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of the gate insulating film 18 is such that the exposed Si surface is subjected to oxidation of 
about 2.5nm by using the radical oxidation method ... the radical oxidation method is 
characterized in that only the SiC>2 film having a definite thickness can be formed" (emphasis 
added). Thus, the claim recitation "a thickness of the gate insulator being constant" is, in fact, 
disclosed in the specification as originally filed. Accordingly, the rejection under section 112, 
first paragraph, should be withdrawn. 

The Examiner also indicated that the limitation "a thickness of the gate insulator film 
being constant," was not considered in the Office Action presumably because this recitation is 
allegedly not described in the specification.. (OA at ^ 2.) As mentioned above, the specification 
fully supports the claim recitation "a thickness of the gate insulator being constant." Thus, the 
Examiner should have considered this claim recitation in the Office Action. Accordingly, the 
Examiner should withdraw the current rejections since they do not fully address Applicant's 
claims. Furthermore, Applicant submits that any subsequent Office Action should be non-Final 
since the Examiner has never addressed the fully supported claim recitation, "a thickness of the 
gate insulator being constant." 

In making various references to the specification and drawings set forth herein, it is 
understood that Applicant is in no way intending to limit the scope of the claims to the 
exemplary embodiments described in the specification and illustrated in the drawings. Rather, 
Applicant expressly affirms that it is entitled to have the claims interpreted broadly, to the 
maximum extent permitted by statute, regulation, and applicable case law. 
II. Response to Rejection Under 35 U.S.C. $ 102(b) 

The Examiner rejected claims 1, 2, 35-37, and 39-45 under 35 U.S.C. § 102(b) as being 
anticipated by Miyawaki. In response, Applicant respectfully submits that Miyawaki fails to 
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anticipate claims 1, 2, 35-37, and 39-45 because Miyawaki fails to teach all the elements of these 
claims. 

In order to properly anticipate Applicant's claimed invention under 35 U.S.C. § 102(b), 
each and every element of the claim in issue must be found, either expressly described or under 
principles of inherency, in a single prior art reference. Furthermore, "[t]he identical invention 
must be shown in as complete detail as is contained in the . . . claim." M.P.E.P. § 213 1, ed. 8, 
rev. 1 (Feb. 2003) (quoting Richardson v. Suzuki Motor Co., 868 F.2d 1126, 1236 (Fed. Cir. 
1989)). Finally, u [t]he elements must be arranged as required by the claim." M.P.E.P. § 2131 at 
p. 2100-70. 

Claim 1 is directed to a semiconductor device comprising a combination of elements 
including, inter alia, "a gate electrode having a side-wall gate portion provided over a side 
surface of [a] convex semiconductor layer, the gate electrode applying an electric field effect to 
[a] channel region and [a] semiconductor region via a gate insulator, a thickness of the gate 
insulator being constant, and the side- wall gate portion being offset with respect to a part of a 
lower portion of [a] source region and a part of a lower portion of [a] drain region" (emphasis 
added). Claim 2 is directed to a semiconductor device including similar recitations. 

Miyawaki is directed to a semiconductor memory device. Miyawaki discloses that the 
device comprises a substrate 1012, a gate electrode 1023, an impurity region 1016, and a gate 
oxide film 1022. Miyawaki, Fig. 12. In contrast to claims 1 and 2, Miyawaki discloses that the 
thickness of gate oxide film 1022 in the part where region 1016 and gate electrode 1023 are 
opposed to each other is not constant, but increases in thickness. See Miyawaki, Figs. 12, 13. 
This occurs because of the formation method of Miyawaki. Miyawaki discloses that the element 
separation region is formed using the LOCOS method. See Miyawaki, Fig. 32. Consequently, a 
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"Bird's beak" is formed in that part of gate oxide film 1022 where region 1016 and gate 
electrode 1 023 are opposed to each other. Therefore, the thickness of gate oxide film 1 022 is not 
constant. Rather, the gate insulator increases in thickness at the lower portion of the gate. 

Thus, Miyawaki fails to teach at least "a thickness of the gate insulator being constant." 
Accordingly, Miyawaki does not anticipate claims 1 and 2. For at least this reason, claims 1 and 
2 are allowable. 

Claims 35-37, and 39-44 are allowable at least due to their dependence from allowable 
claim 1 and claim 45 is allowable at least due to its dependence from allowable claim 2. 

Moreover, claim 43 recites, inter alia, "wherein the gate insulating film comprises an 
oxide including at least one of Ta, Sr, Al, Zr, Hf, La and Ti." Miyawaki fails to teach this claim 
element. See, e.g., Miyawaki, col. 9, 1. 40 to col. 10, 1. 29. Thus, Miyawaki fails to anticipate 
claim 43. For at least this reason, claim 43 is allowable. 
III. Response to Rejection Under 35 U.S.C. $ 103(a) 

The Examiner rejected claim 38 under 35 U.S.C. § 103(a) as unpatentable over 
Miyawaki. In response, Applicant respectfully submits that a prima facie case of obviousness 
has not been established for claim 38 because Miyawaki fails to teach or suggest all the elements 
of this claim. 

In order to establish a prima facie case of obviousness, three basic criteria must be met. 
First, the prior art reference (or references when combined) must teach or suggest all the claim 
elements. Furthermore, "[a] 11 words in a claim must be considered in judging the patentability of 
that claim against the prior art." M.P.E.P. § 2143.03 (quoting In re Wilson, 424 F.2d 1382, 1385 
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reference or to combine reference teachings. Third, there must be a reasonable expectation of 
success. M.P.E.P. § 2143 at pp. 2100-122 to 127. 

Claim 38 depends from claim 1 and thus incorporates the elements of that claim. As 
mentioned above, Miyawaki fails to teach or suggest at least "a gate electrode having a side-wall 
gate portion provided over a side surface of [a] convex semiconductor layer, the gate electrode 
applying an electric field effect to [a] channel region and [a] semiconductor region via a gate 
insulator, a thickness of the gate insulator being constant , and the side-wall gate portion being 
offset with respect to a part of a lower portion of [a] source region and a part of a lower portion 
of [a] drain region" as recited in claim 1 and incorporated in claim 38 (emphasis added). Thus, a 
prima facie case of obviousness has not been established because Miyawaki fails to teach or 
suggest all the elements of claim 38. For at least this reason, claim 38 is allowable. 

Moreover, claim 38 recites, inter alia, "wherein a width of the convex semiconductor 
layer is smaller than 0.2 um." Miyawaki also fails to teach or suggest at least this claim element. 
Accordingly, a prima facie case of obviousness has not been established for claim 38. For at 
least this reason, claim 38 is allowable. 

The Examiner also alleged that "it would have been obvious to one of ordinary skill in 
the art to use or combine (teaching of second reference) in the range as claimed." (OA at If 5.) 
However, the Examiner cited only one reference, Miyawaki. Thus, Applicant is unclear as to 
which second reference the Examiner is referring since the Examiner mentions only one 
reference. Accordingly, Applicant requests clarification from the Examiner. 
IV. New Claims 

Applicant adds new claims 46 and 47 to protect additional aspects related to the present 
invention. Claims 46 and 47 depend from independent claim 2. Applicant submits that claims 
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46 and 47 are fully supported by the originally-filed specification. For example, support for 
claims 46 and 47 may be found on pages 3 1-50 of the specification. 

Furthermore, as mentioned above, new claims 46 and 47 are allowable at least due to 
their dependence from allowable claim 2. 
V. Conclusion 

In view of the foregoing, Applicant respectfully requests reconsideration and 
reexamination of this application and the timely allowance of the pending claims. 

Please grant any extensions of time required to enter this response and charge any 
additional required fees to our deposit account 06-0916. 



FINNEGAN 
HENDERSON 
FARABOW 
GARRETT 8t 
DUNNERkif 

1300 1 Street, NW 
Washington, DC 20005 
202.408.4000 
Fax 202.408.4400 
www.finnegan.com 



Respectfully submitted, 



FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, L.L.P. 



Dated: December 10, 2003 




Bryan S. Latham 
Reg. No. 49,085 
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